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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 03 April 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 21.22 and 30-45 is/are pending in the application. 

4a) Of the above claim(s) 42-45 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 21,22 and 30-41 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
01/18/2008 has been entered. 

Election/Restrictions 

Applicant's election with traverse of the species of the ratio of EVOH to fumed 
silica in a range of about 1 .09 to 1 in the reply filed on 03/17/2008 is acknowledged. 
The traversal is on the ground(s) that the entire claimed range can be searched without 
undue burden. This is not found persuasive because the species would require a 
different field of search (e.g., searching different classes/subclasses or electronic 
resources, or employing different search queries); and/or the prior art applicable to one 
species would not likely be applicable to another species; and/or the species are likely 
to raise different non-prior art issues under 35 U.S. C. 101 and/or 35 U.S. C. 112, first 
paragraph, thus presenting a burden on the examiner. Claims 42-44 are withdrawn for 
pertaining to a non-elected species. 

The requirement is still deemed proper and is therefore made FINAL. 



Claim Rejections - 35 USC §112 
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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 21-22,30-41 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Specifically claims 21 and 41 now recite a 
weight ratio of EVOH polymer to fumed silica, however the examiner could not find 
support within the paragraphs cited by applicants [0001 17] and [0001 18] for the claimed 
ratios. There is support for a ratio of about 1 .3 to 1 but there is no support for a ratio of 
about 1 .33 to about 1 . 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 21-22, 30-36, 38-41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Porter et al. (US 2004/0156781 A1). 

Porter discloses polymer-embolizing compositions for filling cavities of the body 
and kits comprising such compositions. See abstract. The composition comprises 3-12 
% by weight of polymer (preferably EVOH), 20-55% contrast agent (including tantalum 
which is claimed), about 1-12% rheological modifier (preferably fumed-silica), solvent 
(preferably DMSO) and other ingredients such as surfactants, the weight percents of the 
above ingredients are within the ratios and percents claimed by applicants. See 
[0062], [0067], [0074], [0079], [0091], [0096] and claims. Regarding the limitations in the 
claims on the viscosity of the composition, since the compositions have the same 
ingredients and the same concentrations it is inherent that the compositions will have 
the same properties such as viscosity since they are essentially the same. Where the 
claimed and prior art products are identical or substantially identical in structure or 
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composition, or are produced by identical or substantially identical processes, a prima 
facie case or either anticipation or obviousness has been established, thus the claiming 
of a new use, new function or unknown property which is inherently present in the prior 
art does not necessarily make the claim patentable. Regarding the new limitation within 
claim 21 on the weight ratio of EVOH to fumed silica, the examiner considers about 
1 .33:1 to about 1 .0:1 to read on the ratio of EVOH and fumed silicon described in 
Porters experimental section where the weight ratio is 0.9:1, 15g EVOH:16.5 g fumed 
silica. See [0120]-[0122]. The examiner considered the recitation of about to mean 
1.33:1 to 1:1 +0.17, thus any value of EVOH from 0.83 to 1.5 compared to 1 unit of 
fumed silica would be within applicants claimed range. The examiner found the average 
difference between 1 .0 to 1 .33 to find the value of 0.17 (1 .33 - 1 = 0.33, 0.33/2 = -0.17). 
Furthermore the ratios of claims 21 and 41 would have been obvious to one of ordinary 
skill in the art from the disclosure of Porter since the amounts of EVOH and fumed silica 
can overlap applicants claimed range, for instance both EVOH and fumed silica can be 
present in an amount of 12% each, a ratio of 1:1 within applicants claimed range for 
claim 21 . It is considered ordinary and routine practice by the examiner for one of 
ordinary skill in the art to adjust the amounts of biopolymer to rheological modifier when 
making an embolic composition ion order to control the viscosity of the composition. 
See [0089]-[0090] As described within Porter the amount of biocompatible polymer and 
rheological agent are adjusted to permit the composition to exhibit rheological behavior. 
See [0003] Regarding the limitation in claims 34-35 and 40 that the kit also comprises a 
vascular prosthesis, Porter teaches that a microballoon (considered by the examiner to 
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be a vascular prosthesis) may be employed in combination with the embolic 
composition to attenuate blood flow. Regarding claim 38 that states the kit included 
directions for use, it is obvious that a composition intended to be injected into the body 
to form a solid mass such as an embolism would come with directions for its use. 

Claims 21-22, 30-41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Porter et al. (US 2004/0156781 A1, '781 from hereon) in view of Porter (US 
2003/0039696 A1 , '389 from hereon), cited previously. 

'781 is disclosed above. Porter is silent on the use of a coil in conjunction with 
the embolic composition as required in dependent claim 37. 

'389 discloses embolic compositions with non-cyantoacrylate rheology modifying 
agents. The rheological modifying agent can impart an apparent viscosity of between 25 
cP and 2000cP. See [0014]. Among the rheological agents that could be selected is 
fumed-silica in amounts between about 0 to about 75 percent. See [0048] and [0052]. 
Any suitable device for administering a liquid composition such as a microcatheter could 
deliver the composition. The invention could also employ any method of using a variety 
of commercially available endoluminal devices which act to confine the occlusive 
composition within a lumen, including catheters, catheter wires, catheter coils, stents 
and catheter balloons. See [0019]. The above endovascular devices can cause a 
temporary or permanent obstruction to movement of the occlusive composition outside 
of the vascular or aneurismal cavity. 
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It would have been obvious to one of ordinary skill in the art at the time of 
applicants claimed invention to deliver the embolic composition of '781 with the catheter 
coil of '389 and had a reasonable expectation of success since both references are 
clearly related to the same field of endeavor, embolic compositions. Thus one of 
ordinary skill in the art would expect that a method of delivering an embolic composition 
in one reference such as the catheter coil of '389 could be used to deliver the embolic 
composition of the other reference '781 with no change in the respective functions of the 
two elements. Thus the claimed invention would have been prima facie obvious since all 
the claimed elements were known in the prior art and one skilled in the art could have 
combined the elements as claimed by known methods with no change in their 
respective functions and the combination would have yielded predictable results to one 
of ordinary skill in the art at the time of the invention. 

Conclusion 

No claims are allowed. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to James W. Rogers, Ph.D. 
whose telephone number is (571 ) 272-7838. The examiner can normally be reached on 
9:30-6:00, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Hartley can be reached on (571) 272-0616. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 



Application/Control Number: 10/789,436 Page 8 

Art Unit: 1618 

published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Michael G. Hartley/ 

Supervisory Patent Examiner, Art Unit 1618 
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